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NEAL M. COHEN (184978) [nmc@viplawgroup.com] 
Vista IP Law Group LLP 
2040 Main Street, Suite 710 
Irvine, California 92614 
Tel: (949) 724-1849 
Fax: (949) 625-8955 

Attorneys for Plaintiff 
 SAN PASQUAL CASINO DEVELOPMENT GROUP INC., an enterprise 

fund of the San Pasqual Band of Mission Indians, a 
Federally-Recognized Indian Tribe 

UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF CALIFORNIA 

 

SAN PASQUAL CASINO DEVELOPMENT 
GROUP INC., an enterprise fund of 
the San Pasqual Band of Mission 
Indians, a Federally-Recognized 
Indian Tribe, 

  Plaintiff, 

 vs. 
 
VIEJAS BAND OF KUMEYAAY INDIANS, 
a Federally-Recognized Indian 
Tribe d/b/a Viejas Casino 
   
   Defendant. 

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)

Case No. _________________ 
 
COMPLAINT FOR TRADEMARK 
INFRINGEMENT, COPYRIGHT 
INFRINGEMENT, AND UNFAIR 
COMPETITION
 
DEMAND FOR JURY TRIAL

Plaintiff SAN PASQUAL CASINO DEVELOPMENT GROUP INC. 

(“SPCDG”) alleges as follows against Defendant VIEJAS BAND OF 

KUMEYAAY INDIANS d/b/a Viejas Casino (“Viejas”), on personal 

knowledge as to Plaintiff’s own activities and on information 

and belief as to the activities of others, as follows: 

_________________ '11CV1983 PORJAH
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NATURE OF THE CASE

1. This is an action for common law trademark 

infringement; common law trade dress infringement; unfair 

competition under the laws of the United States (codified at 15 

U.S.C. § 1117, et seq.); unfair competition under California’s 

Unfair Competition Law, Cal. Bus. & Prof. Code § 17200; common 

law unfair competition; and copyright infringement under the 

Copyright Act of 1976, as amended (codified at 17 U.S.C. § 101 

et seq.).   

JURISDICTION AND VENUE

2. This Court has subject matter jurisdiction pursuant to 

15 U.S.C. § 1121 and 28 U.S.C. §§ 1331, 1338(a), and 1362.   

3. This Court has supplemental jurisdiction over 

Plaintiff’s state law claims pursuant to the provisions of 28 

U.S.C. § 1338(b) insofar as the claims are joined with a 

substantial and related federal claim arising under the 

trademark laws of the United States.  See 15 U.S.C. § 1051 et

seq.   

4. This Court has personal jurisdiction over Defendant at 

least because Defendant has substantial contacts in the State of 

California related to the claims in this action and Defendant 
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engaged in the wrongful acts alleged herein in the State of 

California.   

5. Venue is proper in this judicial district pursuant to 

28 U.S.C. §§ 1391(b)(2) and 1400(a).   

PARTIES

6. Plaintiff is a wholly-owned, tribally chartered 

corporation formed under the laws of the San Pasqual Band of 

Mission Indians, a federally recognized Indian tribe.  

Plaintiff’s headquarters and principal business address are at 

16300 Nyemii Pass Road, Valley Center, California 92082.   

7. Defendant is a federally recognized Indian tribe with 

its headquarters and principal business address at 5000 Willows 

Road, Alpine, California 91901.     

8. Plaintiff and Defendant each operate competing casinos 

in the San Diego area.  Plaintiff is responsible for the 

operation, management and development of Valley View Casino & 

Hotel (“Valley View”), which is located approximately one hour 

north of San Diego at 16300 Nyemii Pass Road, Valley Center, 

California 92082.  Defendant’s casino, Viejas Casino, is located 

approximately forty minutes east of San Diego, at 5000 Willows 

Road, Alpine, California 91901.  Both Valley View and Viejas 

Casino are listed as San Diego-area casinos on the City of San 

Diego’s website, www.sandiego.com, along with Barona Casino, 
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Harrah’s Rincon Casino and Resort, Pala Casino Spa & Resort, 

Pechanga Resort & Casino, and Sycuan Casino.   

STATEMENT OF FACTS COMMON TO ALL COUNTS

Plaintiff’s Intellectual Property 

9. Valley View opened on April 18, 2001, marking a 

milestone in the history of Plaintiff’s tribe.  Plaintiff was 

formed on November 20, 2004 and thereafter assumed exclusive 

responsibility for the operation, management and development of 

Valley View. In the ten years since Valley View opened, 

Plaintiff and its Tribe have invested significant capital and 

time to make Valley View the premier gaming destination it is 

today.  As part of these efforts, Plaintiff has created, sought 

and obtained protection for, and enforced an impressive 

intellectual property portfolio, which includes trademarks, 

service marks, trade dress, and copyrights.   

10. To succeed in the crowded San Diego-area market, 

Plaintiff has undertaken several steps to set itself apart from 

its competitors.  One such effort is Plaintiff’s all-you-can-eat 

lobster buffet, marketed under the mark PINCH YOURSELF since at 

least September 2009.  Since the campaign began, Plaintiff has 

used and displayed the PINCH YOURSELF mark in the sale and 

advertising of its services, which include bar and restaurant 

services, gaming and casino services, and customer loyalty and 
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customer club services.  Plaintiff prominently featured its 

PINCH YOURSELF mark in a wide variety of advertisements, 

including: on postcards; on the NBC San Diego website; in 

various issues of the San Diego Reader, Casino Player magazine, 

Riviera magazine, and Inland Empire magazine; in multiple issues 

of Plaintiff’s Valley View Casino Newsletter; on multiple local 

billboards; and on T-shirts.  As a result of Plaintiff’s use of 

its PINCH YOURSELF mark, Plaintiff’s all-you-can-eat lobster 

buffet has been a resounding success, and consumers have come to 

recognize PINCH YOURSELF as an indicator of Plaintiff’s goods 

and services.  Plaintiff’s PINCH YOURSELF mark is often 

displayed with a claw “pinching” the mark.      

11. In another step to set itself apart from the 

competition, Plaintiff created in house a pair of television 

commercials advertising and promoting Valley View: “Hotel 

Branding,” subtitled “L’Amore Valley View Casino #1” 

(hereinafter “L’Amore #1 Commercial”); and “VIEW0411,” subtitled 

“L’Amore Valley View Casino #2” (hereinafter “L’Amore #2 

Commercial”) (collectively, “the L’Amore Commercials”).   

12. Both L’Amore Commercials feature a distinctive 

combination of elements that serve to identify and distinguish 

Plaintiff’s goods and services from those of others and to 

indicate the source of Plaintiff’s goods and services, namely:  
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a. The use of a catchy piece of music with a driving 

beat; 

b. The complete absence of spoken narration;  

c. The use of multiple short vignettes that rapidly 

change while simultaneously giving the impression of a 

slow, sweeping panoramic view;  

d. The use of white, sans-serif font text moving across 

the images of the vignettes; and 

e. The use of emphasis on particular words that, in 

conjunction with the underlying images, evoke 

particular moods and create the sense that Plaintiff’s 

casino is sophisticated, indulgent, luxurious, 

opulent, and sexy, yet refined (collectively, “the 

L’Amore Trade Dress”).   

13. Both L’Amore Commercials feature a unique selection 

and arrangement of expressive elements, namely:  

a. Artistic choices as to the shooting and editing of 

multiple short vignettes that rapidly change while 

simultaneously giving the impression of a slow, 

sweeping panoramic view, the vignettes portraying 

different aspects of Plaintiff’s casino including slot 

machines, table games, fine dining, gourmet food, and 

hotel services;  
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b. Artistic choices as to camera angles, particularly as 

to mixing wide-angled, slowly-sweeping shots with 

tightly focused, close-up shots;  

c. Artistic choices as to lighting, particularly as to 

using low light in certain vignettes to create a 

moody, opulent ambience;  

d. Selection and arrangement of words in white, san-serif 

font that scroll across the vignettes, particular 

words emphasized to create the sense that Plaintiff’s 

casino is sophisticated, indulgent, luxurious, 

opulent, and sexy, yet refined;  

i. With respect to the L’Amore #1 Commercial, 

emphasis on the word “insatiable” in conjunction 

with an image of fine food, conveying the feeling 

that Plaintiff’s casino offers rich, decadent 

dining experiences;  

ii. With respect to the L’Amore #1 Commercial, 

emphasis on the word “exciting” in conjunction 

with an image of a table game, conveying the 

feeling that Plaintiff’s casino offers fun and 

excitement to its patrons;  

e. Artistic choices as to the audio component of the 

commercials, namely 
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i. A complete absence of spoken narration;  

ii. The use of scrolling text across the vignettes in 

the place of spoken narration; and  

iii. The use of a catchy piece of music with a driving 

beat;  

f. Artistic choices as to pacing such that a sense of 

excitement is created, with  

i. 17 different vignettes shown over the course of 

the L’Amore #1 Commercial’s thirty seconds, each 

vignette lasting on average 1.76 seconds; and 

ii. 18 different vignettes shown over the course of 

the L’Amore #2 Commercial’s thirty seconds, each 

vignette lasting on average 1.72 seconds; 

g. Artistic choices as to the characters portrayed, with 

couples shown in addition to groups of people and with 

no particular person, couple, or group of people 

developed;  

i. With respect to the L’Amore #1 commercial, 

artistic choices as to the portrayal of winning 

characters, with only female characters clearly 

shown winning the casino’s games; and 

h. Artistic choices as to the sequence of the vignettes, 

namely, a seemingly random intermixing of the 
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different vignettes without any clear, natural 

progression in storyline (collectively, “the L’Amore 

Expressive Elements”).   

14. Plaintiff’s L’Amore #1 Commercial first aired in San 

Diego, Orange, Los Angeles, Riverside, Ventura, Santa Barbara, 

and San Bernandino Counties (collectively, “the Southern 

California Market”) on February 7, 2011.  Plaintiff’s L’Amore #2 

Commercial first aired in the Southern California Market on 

April 11, 2011.  Since their first airings, both commercials 

have run thousands of times.  As of the filing of this 

Complaint, both commercials are still airing in the Southern 

California Market.  Additionally, both L’Amore Commercials have 

been posted on Plaintiff’s YouTube Channel, “VVCasinoHotel,” 

since late April 2011.   

15. Plaintiff’s efforts to set itself apart, including 

through the use of its PINCH YOURSELF mark and its L’Amore 

Commercials, have paid off: In its “2011 Best of Gaming” issue, 

Casino Player Magazine recognized Plaintiff as the Best Overall 

Gaming Resort in California, and awarded Plaintiff its sixth 

consecutive Best Buffet title for Plaintiff’s all-you-can-eat 

lobster buffet.     

16. On August 10, 2011, Plaintiff applied for federal 

trademark registration of its PINCH YOURSELF mark: (a) Ser. No. 
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85/394,831 for customer loyalty services and customer club 

services, for commercial, promotional and/or advertising 

purposes, first used in commerce in connection with the 

identified services at least as early as December 2010; (b) Ser. 

No. 85/394,805 for restaurant; hotel, bar and restaurant 

services; hotel accommodation services; hotel services for 

preferred customers; hotel, restaurant and catering services; 

bar and restaurant services; cafe and restaurant services; and 

restaurant services, first used in commerce in connection with 

the identified services at least as early as September 2009; and 

(c) Ser. No. 85/394,796 for entertainment services, namely, 

casino gaming; gaming services in the nature of casino gaming; 

casino services; and entertainment services, namely, live 

appearances by a professional entertainer, first used in 

commerce in connection with the identified services at least as 

early as September 2009.  As of the filing of this Complaint, 

Plaintiff’s trademark applications remain pending.     

17. Also on August 10, 2011, Plaintiff sent the following 

applications for copyright registration, along with a deposit 

and fee, to the United States Copyright Office: (a) Case # 1-

646798370 for the L’Amore #1 commercial, and (b) Case #1-

646798471 for the L’Amore #2 commercial.  Plaintiff’s 

applications were both received by the Copyright Office on or 
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about August 10, 2011.  As of the filing of this Complaint, 

Plaintiff’s copyright applications remain pending.   

Defendant’s Infringement and Misappropriation of Plaintiff’s 

Intellectual Property 

18.  By letter dated February 17, 2011, Plaintiff 

contacted Defendant regarding unauthorized use of one of 

Plaintiff’s registered trademarks by Defendant.  By email dated 

March 1, 2011, Defendant’s then General Manager indicated that 

Defendant would cease use of the mark.   

19. On or about August 3, 2011, Defendant launched an 

advertising campaign whereby Defendant marketed an all-you-can-

eat snow crab buffet under the mark PINCH YOURSELF.  Defendant 

announced its campaign via press releases posted on several 

national websites, including www.reuters.com, www.cnbc.com, 

www.businesswire.com, finance.yahoo.com, and 

www.allbusiness.com, as well as through several postings on 

Defendant’s page on www.facebook.com and Defendant’s own 

website, www.viejas.com.  Defendant also created a commercial 

for its campaign that prominently features the PINCH YOURSELF 

mark, which was posted on at least Defendant’s www.facebook.com 

page.  In several instances, Defendant uses PINCH YOURSELF with 

an image of a claw “pinching” the mark.   

20. Sometime around July 16, 2011, Defendant first aired a 

television commercial, with the opening verbiage “Are you ready 
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to play?”, advertising and promoting its casino (hereinafter 

“the Viejas Commercial”).   

21. The Viejas Commercial features the same or a similar 

combination of elements as the L’Amore Trade Dress, namely:  

a. The use of a catchy piece of music with a driving 

beat; 

b. A complete absence of spoken narration;  

c. The use of multiple short vignettes that rapidly 

change while simultaneously giving the impression of a 

slow, sweeping panoramic view;  

d. The use of white, sans-serif font text moving across 

the images of the vignettes; and 

e. The use of emphasis on particular words that, in 

conjunction with the underlying images, evokes 

particular moods and creates the sense that 

Defendant’s casino is sophisticated, indulgent, 

luxurious, opulent, and sexy.     

22. The Viejas Commercial also features a substantially 

similar selection and arrangement of expressive elements as 

those seen in the L’Amore Commercials, namely: 

a. Artistic choices as to the shooting and editing of 

multiple short vignettes that rapidly change while 

simultaneously giving the impression of a slow, 
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sweeping panoramic view, the vignettes portraying 

different aspects of Defendant’s casino including slot 

machines, table games, fine dining, and gourmet food, 

the vignettes further giving the impression that 

Defendant offers hotel services through the use of two 

ambiguous scenes showing a card that could be mistaken 

for a hotel room key card even though Defendant does 

not offer hotel services;  

b. Artistic choices as to camera angles, particularly as 

to mixing wide-angled, slowly-sweeping shots with 

tightly focused, close-up shots;  

c. Artistic choices as to lighting, particularly as to 

using low light in certain vignettes to create a 

moody, opulent ambience;  

d. Selection and arrangement of words in white, san-serif 

font that scroll across the vignettes, particular 

words emphasized to create the sense that Defendant’s 

casino is sophisticated, indulgent, luxurious, 

opulent, and sexy;  

i. In substantial similarity to the L’Amore #1 

Commercial, emphasis on the word “indulge” in 

conjunction with an image of fine food, conveying 
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the feeling that Defendant’s casino offers rich, 

decadent dining experiences;  

ii. In substantial similarity to the L’Amore #1 

Commercial, emphasis on the word “excitement” in 

conjunction with an image of a table game, 

conveying the feeling that Defendant’s casino 

offers fun and excitement to its patrons;  

e. Artistic choices as to the audio component of the 

Viejas Commercial, namely 

i. A complete absence of spoken narration;  

ii. The use of scrolling text across the vignettes in 

the place of spoken narration; and  

iii. The use of a catchy piece of music with a driving 

beat;  

f. Artistic choices as to pacing such that a sense of 

excitement is created, with 19 different vignettes 

shown over the course of the Viejas Commercial’s 

thirty seconds, each vignette lasting on average 1.67 

seconds;  

g. Artistic choices as to the characters portrayed, with 

couples shown in addition to groups of people, with no 

particular person, couple, or group of people 
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developed, and with only female characters clearly 

shown winning the casino’s games; and 

h. Artistic choices as to the sequence of the vignettes, 

namely, a seemingly random intermixing of the 

different vignettes without any clear natural 

progression in storyline.    

23. Defendant’s Viejas Commercial aired approximately five 

months after the L’Amore #1 Commercial first aired, and 

approximately three months after the L’Amore #2 Commercial first 

aired.  The Viejas Commercial has aired in at least the Southern 

California Market.   

24. Between August 10, 2011, and August 17, 2011, 

Plaintiff sent letters to Defendant regarding Defendant’s 

infringement and misappropriation of the PINCH YOURSELF mark and 

the L’Amore Commercials and requesting that Defendant cease its 

PINCH YOURSELF campaign and pull the Viejas Commercial.  

Defendant refused to do so.   

25. Because of Defendant’s apparent concerted effort to 

continue a pattern of copying and infringing Plaintiff’s 

intellectual property for the purpose of trading off Plaintiff’s 

goodwill, this Complaint necessarily follows.  
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COUNT 1

Common Law Trademark Infringement of the PINCH YOURSELF Mark 

26. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 25 of this 

Complaint as if fully set forth herein. 

27. Plaintiff has continuously used the PINCH YOURSELF 

mark in commerce in connection with Plaintiff’s services, 

including in connection with Plaintiff’s all-you-can-eat lobster 

buffet, since at least as early as September 2009 and, 

accordingly, has established common law trademark rights in the 

PINCH YOURSELF mark.   

28. Defendant’s unauthorized use in commerce of the PINCH 

YOURSELF mark in association with Defendant’s all-you-can-eat 

snow crab buffet constitutes infringement of Plaintiff’s common 

law trademark rights, misappropriates the valuable goodwill 

developed by Plaintiff in the PINCH YOURSELF mark, and is likely 

to cause confusion among the relevant consuming public.   

29. Defendant was, or should have been, aware of 

Plaintiff’s use of and corresponding rights in the PINCH 

YOURSELF mark.  Defendant’s acts aforesaid, including using 

names, terms, and/or marks that are identical or, at least, 

confusingly similar to Plaintiff’s PINCH YOURSELF mark for 

identical or substantially similar goods and services, 
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constitute willful infringement of Plaintiff’s rights in the 

PINCH YOURSELF mark.   

30. Defendant’s acts of willful infringement of 

Plaintiff’s rights in the PINCH YOURSELF mark have caused and, 

unless restrained, will continue to cause great and irreparable 

injury to Plaintiff, Plaintiff’s business, and to the goodwill 

and reputation of Plaintiff in an amount that cannot be 

ascertained at this time, leaving Plaintiff no adequate remedy 

at law.   

31. Defendant’s acts are the proximate cause of such 

injury and damage.  

32. By reason of the foregoing, Plaintiff is entitled to 

preliminary and permanent injunctive relief against Defendant, 

and anyone acting in concert with Defendant, to restrain further 

acts of infringement of Plaintiff’s rights and, after trial, to 

recover any damages proven to have been caused by reason of 

Defendant’s aforesaid acts of infringement and any enhanced 

damages justified by the willful and intentional nature of such 

acts.   
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COUNT TWO

Federal Unfair Competition with Respect to the PINCH YOURSELF 

Mark

(15 U.S.C. § 1125) 

33. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 32 of this 

Complaint as if fully set forth herein. 

34. By its knowing and intentional unauthorized imitation, 

adoption, and use of Plaintiff’s PINCH YOURSELF mark and/or 

marks which are confusingly similar to Plaintiff’s PINCH 

YOURSELF mark in association with Defendant’s goods and 

services, Defendant has and continues to falsely designate its 

goods and services as being derived or affiliated with those of 

the Plaintiff.   

35. Defendant’s use of the PINCH YOURSELF mark is likely 

to cause and/or has caused relevant consumers to mistakenly 

believe that Defendant has an affiliation with Plaintiff, that 

Defendant’s business is sponsored or approved by Plaintiff, or 

that Defendant is otherwise associated with or has obtained 

permission from Plaintiff to use the PINCH YOURSELF mark in 

connection with the sale of Defendant’s goods and services.   

36. By engaging in the unauthorized activities described 

above, Defendant has made, and continues to make, false, 

deceptive, and misleading statements constituting false 

representations and false advertising made in connection with 
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the sale of goods or services distributed in interstate commerce 

in violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 

1125(a).  Furthermore, in view of the notices provided to 

Defendant by the acts of Plaintiff, such activities were, and 

remain, willful and intentional.  

37. Defendant’s willful and intentional acts of unfair 

competition, false advertising, and false designation of origin, 

have caused and are causing great and irreparable injury and 

damage to Plaintiff’s business and its goodwill and reputation 

in an amount that cannot be ascertained at this time and, unless 

preliminarily and permanently restrained, will cause further 

irreparable injury and damage, leaving Plaintiff with no 

adequate remedy at law. 

38. By reason of the foregoing, Plaintiff is entitled to 

injunctive relief against Defendant, and anyone acting in 

concert with Defendant, to restrain further acts of unfair 

competition, false advertising, and false designation of origin 

and, after trial, to recover any damages proven to have been 

caused by reason of Defendant’s aforesaid acts, and to recover 

enhanced damages based on Defendant’s willful, intentional, 

and/or grossly negligent acts. 
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COUNT THREE

Statutory Unfair Competition with Respect to the PINCH YOURSELF 

Mark

(Cal. Bus. & Prof. Code § 17200) 

39. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 38 of this 

Complaint as if fully set forth herein. 

40. Through its unauthorized use of the PINCH YOURSELF 

mark, as well as by continuing to engage in a willful and 

concerted effort to trade on Plaintiff’s goodwill copying and/or 

imitating Plaintiff’s PINCH YOURSELF mark, Defendant has engaged 

in unlawful and unfair business acts or practices in violation 

of Cal. Bus. & Prof. Code § 17200.   

41. Defendant was, or should have been, aware of 

Plaintiff’s use of and corresponding rights in the PINCH 

YOURSELF mark.  Defendant’s acts aforesaid constitute willful 

and intentional violation of Cal. Bus. & Prof. Code § 17200.   

42. Defendant’s willful and intentional violation of Cal. 

Bus. & Prof. Code § 17200  has caused and is causing great and 

irreparable injury and damage to Plaintiff’s business and its 

goodwill and reputation in an amount that cannot be ascertained 

at this time and, unless preliminarily and permanently 

restrained, will cause further irreparable injury and damage, 

leaving Plaintiff with no adequate remedy at law. 
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43. Defendant’s acts are the proximate cause of such 

injury and damage.  

44. By reason of the foregoing, Plaintiff is entitled to 

injunctive relief against Defendant, and anyone acting in 

concert with Defendant, to restrain further violation of Cal. 

Bus. & Prof. Code § 17200. 

COUNT FOUR

Common Law Infringement of the L’Amore Trade Dress 

45. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 44 of this 

Complaint as if fully set forth herein. 

46. Plaintiff’s L’Amore Trade Dress is non-functional and 

is inherently distinctive or has acquired secondary meaning 

through its extensive, exclusive use by Plaintiff and its 

association by purchasers with Plaintiff’s goods and services.    

47. Plaintiff has continuously used the L’Amore Trade 

Dress in commerce in connection with Plaintiff’s goods and 

services since at least as early as February 7, 2011, and, 

accordingly, has established common law trade dress rights in 

the L’Amore Trade Dress.   

48. Defendant’s unauthorized use in commerce of the 

L’Amore Trade Dress via Defendant’s Viejas commercial 

constitutes infringement of Plaintiff’s common law trade dress 
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rights, misappropriates the valuable goodwill developed by 

Plaintiff in the L’Amore Trade Dress, and is likely to cause 

confusion among the relevant consuming public.   

49. Defendant was, or should have been, aware of 

Plaintiff’s use of and corresponding rights in the L’Amore Trade 

Dress.  Defendant’s acts aforesaid, including incorporating 

trade dress in its Viejas commercial that is identical or, at 

least, confusingly similar to Plaintiff’s L’Amore Trade Dress 

for identical or substantially similar goods and services, 

constitutes willful infringement of Plaintiff’s rights in the 

L’Amore Trade Dress.   

50. Defendant’s acts of willful infringement of 

Plaintiff’s rights in the L’Amore Trade Dress have caused and, 

unless restrained, will continue to cause great and irreparable 

injury to Plaintiff, Plaintiff’s business, and to the goodwill 

and reputation of Plaintiff in an amount that cannot be 

ascertained at this time, leaving Plaintiff no adequate remedy 

at law.   

51. Defendant’s acts are the proximate cause of such 

injury and damage.  

52. By reason of the foregoing, Plaintiff is entitled to 

preliminary and permanent injunctive relief against Defendant, 

and anyone acting in concert with Defendant, to restrain further 
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acts of infringement of Plaintiff’s rights and, after trial, to 

recover any damages proven to have been caused by reason of 

Defendant’s aforesaid acts of infringement and any enhanced 

damages justified by the willful and intentional nature of such 

acts. 

COUNT FIVE

Federal Unfair Competition with Respect to the L’Amore Trade 

Dress

(15 U.S.C. § 1125) 

53. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 52 of this 

Complaint as if fully set forth herein. 

54. By its knowing and intentional unauthorized imitation, 

adoption, and use of Plaintiff’s L’Amore Trade Dress and/or 

trade dress which is confusingly similar to Plaintiff’s L’Amore 

Trade Dress in association with Defendant’s goods and services 

through its Viejas Commercial, Defendant has and continues to 

falsely designate its goods and services as being derived or 

affiliated with those of the Plaintiff.   

55. Defendant’s use of the L’Amore Trade Dress is likely 

to cause relevant consumers to mistakenly believe that Defendant 

has an affiliation with Plaintiff, that Defendant’s business is 

sponsored or approved by Plaintiff, or that Defendant is 

otherwise associated with or has obtained permission from 
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Plaintiff to use the L’Amore Trade Dress in connection with the 

sale of Defendant’s goods and services.   

56. By engaging in the unauthorized activities described 

above, Defendant has made, and continues to make, false, 

deceptive, and misleading statements constituting false 

representations and false advertising made in connection with 

the sale of goods or services distributed in interstate commerce 

in violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 

1125(a).  Furthermore, in view of the notices provided to 

Defendant by the acts of Plaintiff, such activities were, and 

remain, willful and intentional.  

57. Defendant’s willful and intentional acts of unfair 

competition, false advertising, and false designation of origin, 

have caused and are causing great and irreparable injury and 

damage to Plaintiff’s business and its goodwill and reputation 

in an amount that cannot be ascertained at this time and, unless 

preliminarily and permanently restrained, will cause further 

irreparable injury and damage, leaving Plaintiff with no 

adequate remedy at law. 

58. Defendant’s acts are the proximate cause of such 

injury and damage.  

59. By reason of the foregoing, Plaintiff is entitled to 

injunctive relief against Defendant, and anyone acting in 

Case 3:11-cv-01983-JAH-POR   Document 1    Filed 08/29/11   Page 24 of 35



 
 
 1� � 
 � � 
 2� � 
 � � 
 3� � 
 � � 
 4� � 
 � � 
 5� � 
 � � 
 6� � 
 � � 
 7� � 
 � � 
 8� � 
 � � 
 9� � 
 � � 
 10� � 
 � � 
 11� � 
 � � 
 12� � 
 � � 
 13� � 
 � � 
 14� � 
 � � 
 15� � 
 � � 
 16� � 
 � � 
 17� � 
 � � 
 18� � 
 � � 
 19� � 
 � � 
 20� � 
 � � 
 21� � 
 � � 
 22� � 
 � � 
 23� � 
 � � 
 24� � 
 � � 
 25� � 
 � � 
 26� � 
 � � 
 27� � 
 � � 
 28� � 

 

 
  

25

concert with Defendant, to restrain further acts of unfair 

competition, false advertising, and false designation of origin 

and, after trial, to recover any damages proven to have been 

caused by reason of Defendant’s aforesaid acts, and to recover 

enhanced damages based on Defendant’s willful, intentional, 

and/or grossly negligent acts. 

COUNT SIX

Unfair Competition with Respect to the L’Amore Trade Dress

(Cal. Bus. & Prof. Code § 17200) 

60. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 59 of this 

Complaint as if fully set forth herein. 

61. Through its unauthorized use of the L’Amore Trade 

Dress, as well as by continuing to engage in a willful and 

concerted effort to trade on Plaintiff’s goodwill by copying 

and/or imitating Plaintiff’s L’Amore Trade Dress, Defendant has 

engaged in unlawful and unfair business acts or practices in 

violation of Cal. Bus. & Prof. Code § 17200.   

62. Defendant’s willful and intentional violation of Cal. 

Bus. & Prof. Code § 17200  has caused and is causing great and 

irreparable injury and damage to Plaintiff’s business and its 

goodwill and reputation in an amount that cannot be ascertained 

at this time and, unless preliminarily and permanently 
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restrained, will cause further irreparable injury and damage, 

leaving Plaintiff with no adequate remedy at law. 

63. Defendant’s acts are the proximate cause of such 

injury and damage.  

64. By reason of the foregoing, Plaintiff is entitled to 

injunctive relief against Defendant, and anyone acting in 

concert with Defendant, to restrain further violation of Cal. 

Bus. & Prof. Code § 17200. 

COUNT SEVEN

Copyright Infringement of the L’Amore #1 Commercial 

65. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 64 of this 

Complaint as if fully set forth herein. 

66. Plaintiff’s L’Amore #1 Commercial is an original, 

independently created, and creative work and is copyrightable 

under United States law.   

67. Plaintiff is the sole owner of the copyright in the 

L’Amore #1 Commercial and has applied and paid the fee for 

registration of the L’Amore #1 Commercial with the United States 

Copyright Office.   

68. Plaintiff’s L’Amore #1 Commercial was widely 

disseminated prior to Defendant’s creation of the Viejas 
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Commercial such that Defendant had access to the L’Amore #1 

Commercial at the time it created the Viejas Commercial.  

69. Defendant’s Viejas Commercial contains specific 

similarities to the L’Amore Expressive Elements of Plaintiff’s 

L’Amore #1 Commercial including similarities in plot, themes, 

dialogue, mood, setting, pace, characters, and sequence of 

events; has substantially the same total concept and feel as the 

L’Amore #1 Commercial; and is accordingly substantially similar 

to the L’Amore #1 Commercial.   

70. Because of Defendant’s access to the L’Amore #1 

Commercial and because of the substantial similarity between 

Defendant’s Viejas Commercial and the L’Amore #1 Commercial, 

Defendant must have and did copy the L’Amore #1 Commercial and 

therefore has infringed and continues to infringe Plaintiff’s 

copyright in the L’Amore #1 Commercial.   

71. Defendant was, or should have been, aware of 

Plaintiff’s copyright in the L’Amore #1 Commercial.  Defendant’s 

acts aforesaid, including its unauthorized copying of the 

L’Amore #1 Commercial through its creation of the Viejas 

Commercial, constitutes willful infringement of Plaintiff’s 

copyright in the L’Amore #1 Commercial.   

72. Defendant’s willful and intentional acts of 

infringement have caused and are causing great and irreparable 
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injury and damage to Plaintiff’s business in an amount that 

cannot be ascertained at this time and, unless preliminarily and 

permanently restrained, will cause further irreparable injury 

and damage, leaving Plaintiff with no adequate remedy at law. 

73. Defendant’s acts are the proximate cause of such 

injury and damage.  

74. By reason of the foregoing, Plaintiff is entitled to 

injunctive relief against Defendant, and anyone acting in 

concert with Defendant, to restrain further acts of infringement 

and, after trial, to recover any damages proven to have been 

caused by reason of Defendant’s aforesaid acts, and to recover 

enhanced damages based on Defendant’s willful, intentional, 

and/or grossly negligent acts. 

COUNT EIGHT

Copyright Infringement of the L’Amore #2 Commercial 

75. Plaintiff repeats and realleges each of the 

allegations contained in paragraphs 1 through 74 of this 

Complaint as if fully set forth herein. 

76. Plaintiff’s L’Amore #2 Commercial is an original, 

independently created, and creative work and is copyrightable 

under United States law.   

77. Plaintiff is the sole owner of the copyright in the 

L’Amore #2 Commercial and has applied for and paid the fee for 
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registration of the L’Amore #2 Commercial with the United States 

Copyright Office.   

78. Plaintiff’s L’Amore #2 Commercial was widely 

disseminated prior to Defendant’s creation of the Viejas 

Commercial such that Defendant had access to the L’Amore #2 

Commercial at the time it created the Viejas Commercial.  

79. Defendant’s Viejas Commercial contains specific 

similarities to the L’Amore Expressive Elements of Plaintiff’s 

L’Amore #2 Commercial including similarities in plot, themes, 

dialogue, mood, setting, pace, characters, and sequence of 

events; has substantially the same total concept and feel as the 

L’Amore #2 Commercial; and is accordingly substantially similar 

to the L’Amore #2 Commercial.   

80. Because of Defendant’s access to the L’Amore #2 

Commercial and because of the substantial similarity between 

Defendant’s Viejas Commercial and the L’Amore #2 Commercial, 

Defendant must have and did copy the L’Amore #2 Commercial and 

therefore has infringed and continues to infringe Plaintiff’s 

copyright in the L’Amore #2 Commercial.   

81. Defendant was, or should have been, aware of 

Plaintiff’s copyright in the L’Amore #2 Commercial.  Defendant’s 

acts aforesaid, including its unauthorized copying of the 

Case 3:11-cv-01983-JAH-POR   Document 1    Filed 08/29/11   Page 29 of 35



 
 
 1� � 
 � � 
 2� � 
 � � 
 3� � 
 � � 
 4� � 
 � � 
 5� � 
 � � 
 6� � 
 � � 
 7� � 
 � � 
 8� � 
 � � 
 9� � 
 � � 
 10� � 
 � � 
 11� � 
 � � 
 12� � 
 � � 
 13� � 
 � � 
 14� � 
 � � 
 15� � 
 � � 
 16� � 
 � � 
 17� � 
 � � 
 18� � 
 � � 
 19� � 
 � � 
 20� � 
 � � 
 21� � 
 � � 
 22� � 
 � � 
 23� � 
 � � 
 24� � 
 � � 
 25� � 
 � � 
 26� � 
 � � 
 27� � 
 � � 
 28� � 

 

 
  

30

L’Amore #2 Commercial, constitutes willful infringement of 

Plaintiff’s copyright in the L’Amore #2 Commercial.   

82. Defendant’s willful and intentional acts of 

infringement have caused and are causing great and irreparable 

injury and damage to Plaintiff’s business in an amount that 

cannot be ascertained at this time and, unless preliminarily and 

permanently restrained, will cause further irreparable injury 

and damage, leaving Plaintiff with no adequate remedy at law. 

83. Defendant’s acts are the proximate cause of such 

injury and damage.  

84. By reason of the foregoing, Plaintiff is entitled to 

injunctive relief against Defendant, and anyone acting in 

concert with Defendant, to restrain further acts of infringement 

and, after trial, to recover any damages proven to have been 

caused by reason of Defendant’s aforesaid acts, and to recover 

enhanced damages based on Defendant’s willful, intentional, 

and/or grossly negligent acts. 

RELIEF REQUESTED 

 WHEREFORE, Plaintiff SPCDG respectfully prays for the 

following relief:   

A. A preliminary and permanent nationwide injunction 

enjoining Defendant, its employees, agents, officers, directors, 

attorneys, representatives, successors, affiliates, subsidiaries 
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and assigns, and all those in concert or participation with any 

of them, from:  

a. imitating, copying, using, reproducing, 

registering, attempting to register and/or displaying the 

mark and designation PINCH YOURSELF, or any mark or 

designation which colorably imitates or is confusingly 

similar to this mark and designations, including, without 

limitation, PINCH YOURSELF alone or in combination with any 

other term(s), word(s), name(s), logo(s), symbol(s), 

device(s), designation(s) and/or design(s) in any manner 

whatsoever;  

b. using any other false description or 

representation or any other things calculated or likely to 

cause confusion, deception, or mistake in the marketplace 

with regard to Plaintiff’s PINCH YOURSELF mark;  

c. airing its Viejas Commercial, or any other 

commercial that infringes the L’Amore Trade Dress or 

Plaintiff’s copyrights in the L’Amore Commercials;  

d. airing any commercial calculated or likely to 

cause confusion, deception, or mistake in the marketplace 

with regard to the L’Amore Commercials; and 

e. using any other false description or 

representation or any other things calculated or likely to 
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cause confusion, deception, or mistake in the marketplace 

with regard to the L’Amore Trade Dress;  

B. An order directing Defendant to deliver up for 

impoundment and destruction all materials and matter in its 

possession or custody or under its control that infringe 

Plaintiff’s trademark, trade dress, and copyrights, including, 

without limitation, all of Defendant’s marketing materials 

bearing the PINCH YOURSELF mark and all copies of Defendant’s 

Viejas Commercial; 

C. An order directing that Defendant file with the Court 

and serve upon counsel for Plaintiff within thirty (30) days 

after the entry of such order or judgment, a report in writing 

and under oath setting forth in detail the manner and form in 

which Defendant has complied with the injunction(s);  

D. An award of damages, in an amount to be proven at 

trial, for the Defendant’s infringement of Plaintiff’s following 

intellectual property rights, the damages including Plaintiff’s 

actual damages, Defendant’s profits attributable to the 

infringement, Plaintiff’s costs including a reasonable 

attorneys’ fee, and any enhancements the Court finds reasonable:  

a. The PINCH YOURSELF mark;  

b. The L’Amore Trade Dress; and 

c. The copyright of the L’Amore Commercials; 
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E. An award of damages to compensate for Defendant’s 

unfair competition in an amount to be proven at trial, including 

Plaintiff’s actual damages and Defendant’s profits attributable 

to the unfair competition; 

F. An order awarding Plaintiff punitive damages on 

account of Defendant’s willful violations of law;  

G. An order awarding Plaintiff prejudgment and post 

judgment interest;  

H. An order for corrective advertising in a form, manner, 

and frequency that is acceptable to Plaintiff and the Court; and  

I. All other relief, in law or in equity, to which 

Plaintiff may be entitled, or which the Court deems just and 

proper. 

Respectfully, 

    Vista IP Law Group LLP 

 
August 29, 2011 by: s/Neal M. Cohen   
    Attorneys for Plaintiff 
     SAN PASQUAL CASINO DEVELOPMENT 
     GROUP INC., an enterprise fund of 

the San Pasqual Band of Mission 
Indians, a Federally-Recognized 
Indian Tribe 
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JURY DEMAND 

Pursuant to F.R.Civ.P. Rule 38(b), and L.R. 38.1, Plaintiff 

demands a jury trial on all issues triable to a jury. 

    Respectfully, 

    Vista IP Law Group LLP 

 
August 29, 2011 by: s/Neal M. Cohen   
    Attorneys for Plaintiff 
     SAN PASQUAL CASINO DEVELOPMENT 
     GROUP INC., an enterprise fund of 

the San Pasqual Band of Mission 
Indians, a Federally-Recognized 
Indian Tribe 
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UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF CALIFORNIA 

SAN PASQUAL CASINO 
DEVELOPMENT GROUP, INC., an 
enterprise fund of the San Pasqual 
Band of Mission Indians, a Federally-
Recognized Indian Tribe,

Plaintiff,

v.

VIEJAS BAND OF KUMEYAAY 
INDIANS, a Federally-Recognized 
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1039432.1 Case No. 11cv1983 JAH POR

Specially-appearing Defendants, Viejas Band of Kumeyaay Indians, a 

federally recognized Indian tribe (hereinafter the "Viejas Band" or the "Band"), also 

erroneously sued herein as "Viejas Enterprises, Inc." (hereinafter "Viejas 

Enterprises"), and its tribal officers, Tribal Chairman, Anthony R. Pico, Tribal 

Council Members, Robert Cita Welch, Anita Uqualla, Sam Q. Brown, Greybuck S. 

Espinoza, Victor E. Woods and Raymond Bear Cuero, and its casino managers, 

Chris Kelley and Vince Manfredi (hereinafter collectively referred as the "Tribal 

Officers") respectfully submit the following memorandum of points and authorities 

in support of their motion to dismiss for lack of subject matter jurisdiction. 

I.

SUMMARY 

Under Federal law, Indian tribes are recognized as distinct, sovereign 

governments which are immune from suit under the long-established doctrine of 

tribal sovereign immunity.  This doctrine is based upon the United States' strong 

policy of protecting tribal sovereignty and promoting tribal self-governance.  

Although a tribe may waive its immunity, such a waiver is effective only if 

unequivocally expressed. 

The Viejas Band owns and operates the Viejas Casino, located approximately 

40 minutes east of San Diego in Alpine, California. "Viejas Enterprises" is an arm 

of the Viejas Band which manages the day to day affairs of the Band’s casino and 

other businesses—it is not a separate entity.  Defendant Anthony R. Pico is the 

Chairman of the Band’s Tribal Council.  Defendants Robert Cita Welsch, Anita 

Uqualla, Sam Q. Brown, Greybuck S. Espinoza, Victor E. Woods and Raymond 

Bear Cuero are members of the Band’s Tribal Council.  Defendant Vince Manfredi 

is the Vice President of Marketing for the Band's casino.  Defendant Chris Kelley is 

the General Manager of the Band's casino.   

Case 3:11-cv-01983-JAH-POR   Document 12-1    Filed 11/07/11   Page 6 of 16



HIGGS,  FLETCHER 

&  MACK LLP 

ATTO RN EY S  AT LA W  

SA N  D IEG O  

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

1039432.1 2 Case No. 11cv1983 JAH POR

Plaintiff San Pasqual Casino Development Group, Inc. ("Plaintiff") operates 

Valley View Casino, located approximately 1 hour north of San Diego in Valley 

Center, California. In this case, Plaintiff mistakenly alleges in its First Amended 

Complaint (the "Complaint") that the Viejas Band’s "Pinch Yourself" print 

advertisements and its “Are You Ready To Play?” television commercial infringe 

Plaintiff's alleged trademark and copyright.  The Band denies these allegations. 

In the instant motion, the Viejas Band asks the court to uphold federal law 

and protect its sovereignty.  The Viejas Band is immune from this lawsuit under 

federal law, and has not waived tribal immunity in this case.  Moreover, tribal 

immunity extends to Viejas Enterprises and its Tribal Officers.  Thus, the court 

lacks subject matter jurisdiction.  Based on the foregoing, the Band respectfully 

requests that the court grant this motion and dismiss all claims against the Band, 

Viejas Enterprises and the Tribal Officers, pursuant to FRCP 12(b)(1). 

II.

FACTS 

The Viejas Band is a federally-recognized Indian tribe residing on a 

reservation in San Diego County.  (Complaint, ¶7.)  The Band is identified on the 

Federal Register listing of federally-recognized tribes as the Capitan Grande Band 

of Diegueno Mission Indians of California:  Viejas (Baron Long) Group of Capitan 

Grande Band of Mission Indians of the Viejas Reservation, California.  See 

accompanying Declaration of Anthony R. Pico ("Pico Decl."), ¶2, and the Federal 

Register listing, Exhibit A to the accompanying Request for Judicial Notice. 

The Tribal Council is the governing body of the Band.  (Pico Decl., ¶ 3.)  The 

Band established Viejas Enterprises to promote the Band's general welfare by 

managing the day to day affairs of Band's casino and other business interests.

Viejas Enterprises is an arm of the Band—it is not incorporated or otherwise 

organized under the laws of any state.  (Pico Decl., ¶ 4). 
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1039432.1 3 Case No. 11cv1983 JAH POR

Defendants Robert Cita Welsh, Anita Esqualla, Sam Q. Brown, Greybuck S. 

Espinoza, Victor E. Woods, and Raymond Cuero are members of the Viejas Tribal 

Council.  (Complaint, ¶10.)  Defendant Vince Manfredi is Vice President of 

Marketing for Viejas Casino.  (Complaint, ¶11.)  Defendant Chris Kelley is the 

General Manager of Viejas Casino.  (Complaint, ¶12.)  Each of the individual 

defendants is being sued in this case for acts, practices, or conduct “carried out 

in his or her official capacity.”  (Complaint, ¶13.)   

The Band has not waived its sovereign immunity related to the events or 

parties at issue in this lawsuit.  (Pico Decl., ¶ 5.)   

III. 

DISCUSSION 

A. Rule 12(b)(1) Motion to Dismiss 

“A motion to dismiss for lack of subject matter jurisdiction may either attack 

the allegations of the complaint or may be made as a ‘speaking motion’ attacking 

the existence of subject matter jurisdiction in fact.” Thornhill Publishing Co. v. 

General Tel & Elect., 594 F.2d 730, 733 (9th Cir. 1979); see also Fed. R. Civ. P. 

12(b)(1).  “Unlike a Rule 12(b)(6) motion, a Rule 12(b)(1) motion can attack the 

substance of a complaint’s jurisdictional allegations despite their formal 

sufficiency, and in doing so rely on affidavits or any other evidence properly before 

the court.” St. Clair v. City of Chico, 880 F.2d 199, 201 (9th Cir. 1989).  Thus, the 

existence of disputed material facts will not preclude the trial court from evaluating 

for itself the merits of jurisdictional claims. Id.

Where the defendant brings the motion as a “speaking motion” presenting a 

factual challenge to subject matter jurisdiction, the Court may consider extrinsic 

evidence on whether jurisdiction exists and may resolve factual disputes if 

necessary.  Thornhill, 594 F.2d at 733.  Because the plaintiff bears the burden of 

establishing subject matter jurisdiction, no presumption of truthfulness attaches to 

the allegations of plaintiff’s complaint and the Court must presume it lacks 
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1039432.1 4 Case No. 11cv1983 JAH POR

jurisdiction until plaintiff establishes jurisdiction.  Kokkonen v. Guardian Life Ins. 

Co. of America, 511 U.S. 375, 377, 114 S.Ct. 1673, 1675 (1994); and Stock West, 

Inc. v. Confederated Tribes, 873 F.2d 1221, 1225 (9th Cir. 1989).  

An objection to subject matter jurisdiction based upon sovereign immunity 

may be asserted by the parties at any time or by the court sua sponte. Pitt River 

Home and Agricultural Cooperative Association v. United States, 30 F.2d 1088,

1100 (9th Cir. 1994).  Based on the foregoing, this motion to dismiss is procedurally 

sound and proper. 

B. The Viejas Band is a Federally Recognized Indian Tribe 

The Viejas Band is a federally recognized Indian tribe.  See Complaint, ¶7; 

and Exhibit A to the Req. for Jud. Notice (Federal Register listing of tribes).

C. The Court lacks jurisdiction over the Viejas Band 

“Suits against Indian tribes are ... barred by sovereign immunity absent a 

clear waiver by the tribe or congressional abrogation.” Oklahoma Tax Comm'n v. 

Citizen Band Potawatomi Indian Tribe, 498 U.S. 505, 509 (1991); Snow v. 

Quinault Indian Nation, 709 F.2d 1319, 1321 (9th Cir.1983).  Tribal sovereign 

immunity deprives a court of subject matter jurisdiction.  See Pitt River Home & 

Ag. Coop. Ass'n v. United States, 30 F.3d 1088, 1100 (9th Cir.1994); Pan Am. Co. 

v. Sycuan Band of Mission Indians, 884 F.2d 416, 418 (9th Cir.1989).  “There is a 

strong presumption against waiver of tribal sovereign immunity.” Demontiney v. 

U.S. ex rel. Dept. of Interior, Bureau of Indian Affairs, 255 F.3d 801, 811 (9th Cir. 

2001).  Waiver of sovereign immunity by a tribe must be unequivocally expressed 

and may not be implied.  Kescoli v. Babbitt, 101 F.3d 1304, 1310 (9th Cir.1996); 

Quileute Indian Tribe v. Babbitt, 18 F.3d 1456, 1459 (9th Cir.1994); McClendon v. 

United States, 885 F.2d 627, 629 (9th Cir.1989); Snow, 709 F.2d at 1321.  

Similarly, congressional abrogation of sovereign immunity may not be implied 

and must be “unequivocally expressed” in “explicit legislation.”  Krystal Energy 

Co. v. Navajo Nation, 357 F.3d 1055, 1056 (9th Cir.2003); Demontiney, 255 F.3d at 
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1039432.1 5 Case No. 11cv1983 JAH POR

811.  Plaintiffs bear the burden of demonstrating there was an express and 

unequivocal waiver of tribal sovereign immunity.  See Baker v. United States, 817 

F.2d 560, 562 (9th Cir.1987); Breakthrough Mgmt. Group, Inc. v. Chukchansi Gold 

Casino & Resort, 2007 WL 2701995 *2 (D.Colo.2007).  Absent an express and 

unequivocal waiver of immunity by the tribe or abrogation of tribal immunity by 

Congress, tribes cannot be sued.  Stock West Corp. v. Lujan, 982 F.2d 1389, 1398 

(9th Cir.1993).

Tribal sovereign immunity applies in both federal and state courts.  See Santa 

Clara Pueblo v. Martinez, 436 U.S. 49, 68 (1978); Puyallup Tribe, Inc. v. 

Department of Game of Washington, 433 U.S. 165, 171-73 (1977); Snow, 709 F.2d 

at 1321; United States v. Oregon, 657 F.2d 1009, 1012-13 (9th Cir.1981).  “The 

immunity ... extends to suits for declaratory and injunctive relief,” and “is not 

defeated by an allegation that [the tribe] acted beyond its powers.” Imperial 

Granite Co. v. Pala Band of Mission Indians, 940 F.2d 1269, 1271 (9th Cir.1991).  

Tribal sovereign immunity is not dependent on a distinction between on-reservation 

and off-reservation conduct nor upon a distinction between the governmental and 

commercial activities of a tribe.  Kiowa Tribe v. Manufacturing Techs., 523 U.S. 

751, 754-55, 759-60 (1998); Allen v. Gold Country Casino, 464 F.3d 1044, 1046 

(9th Cir. 2006); American Vantage Cos. v. Table Mt. Rancheria, 292 F.3d 1091, 

1100 (9th Cir.2002); Bassett v. Mashantucket Pequot Tribe, 204 F.3d 343, 357 (2d 

Cir.2000) (Bassett I). A tribe’s sovereign immunity extends both to tribal 

governing bodies and to tribal agencies which act as an arm of the tribe.  See Allen,

464 F.3d at 1046; see also Marceau v. Blackfeet Hous. Auth., 455 F.3d 974, 978 

(9th Cir.2006); Pink v. Modoc Indian Health Project, 157 F.3d 1185, 1188 (9th 

Cir.1998).  Thus, it is irrelevant whether the particular tribal entity is conducting 

business activities because the appropriate question is whether the particular “entity 

acts as an arm of the tribe so that the entity’s activities are properly deemed to be 

those of the tribe.” Allen, 464 F.3d at 1046. 
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1039432.1 6 Case No. 11cv1983 JAH POR

As the Ninth Circuit recognized in Shermoen v. United States, the proper 

enforcement of tribal immunity from suit will often deprive a claimant a forum in 

which to have some of its grievances heard.  Such results simply show that 

"Congress' authority over Indian matters is extraordinarily broad, and the role of 

courts in adjusting relations between and among tribes and their members 

correspondingly restrained." Shermoen v. United States, 982 F.2d 1312, 1320-21

(9th Cir. 1992), quoting Santa Clara Pueblo v. Martinez, 436 U.S. 49, 72, 56 L. Ed. 

2d 106, 98 S. Ct. 1670 (1978). 

D. The Band Is Immune from Plaintiff’s Intellectual Property Claims

Tribal immunity applies equally to intellectual property claims.  At least 

three courts have examined whether tribes are subject to suit for infringement of 

copyrights and patents, and all three have answered in the negative.  See Bassett I,

supra, 204 F.3d at 357 (holding that "nothing on the face of the Copyright Act 

purports to subject tribes to jurisdiction of the federal courts in civil actions brought 

by private parties ... and a congressional abrogation of tribal immunity cannot be 

implied"); Multimedia Games, Inc. v. WLGC Acquisition Corp., 214 F. Supp. 2d 

1131, 1135 (N.D. Okla. 2001) (“Where the language of a federal statute does not 

explicitly assert jurisdiction over tribal entities or implicitly by including tribes in 

the definition of parties subject to the suit, courts find the language insufficient to 

express an unequivocal congressional abrogation of tribal sovereign immunity . . .

this Court finds that the text of the Copyright Act of 1976 and the accompanying 

legislative history of the statute did not affirmatively contemplate the inclusion of 

Indian tribes”); and Home Bingo Network v. Multimedia Games, Inc., No. 05 Civ. 

0608, 2005 U.S. Dist. LEXIS 34238 (N.D.N.Y. Aug. 30, 2005).  See also Frazier v. 

Turning Stone Casino, 254 F.Supp. 2d 295, 307-310 (N.D.N.Y. 2003) (held that 

plaintiff could not maintain an action against the tribal defendants for 

misappropriation of plaintiff’s image and likeness for advertising purposes).
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1039432.1 7 Case No. 11cv1983 JAH POR

Moreover, although Congress passed the Copyright Remedy Clarification 

Act in 1990 which attempted to extend liability under the Copyright Act to states, 

or any instrumentality of a state, and any officer or employee of a state, acting in 

his or her official capacity, declaring that such persons shall not be immune under 

the Eleventh Amendment to the Constitution from copyright claims (17 U.S.C. § 

511), Congress has not attempted to extend liability under the Copyright Act to 

Indian tribes and its officers.  Indeed, Congress passed the Copyright Remedy 

Clarification Act in response to circuit court rulings, including a Ninth Circuit 

ruling, which held that there is no language in Copyright Act of 1976 indicating any 

intent to subject states to suit in federal court for copyright infringement. See, e.g., 

BV Engineering v University of California, 858 F.2d 1394, 8 USPQ2d 1421 (9th

Cir. 1988), cert den (1989) 489 US 1090, 103 L Ed 2d 859, 109 S Ct 1557.  Thus, it 

is clear under Ninth Circuit case law that sovereign entities will not be liable for 

copyright infringement, unless and until Congress passes a statute stating so.  To 

date, Congress has not done so with Indian tribes. 

In all events, as stated in the previous section, congressional abrogation of 

sovereign immunity may not be implied and must be “unequivocally expressed” 

in “explicit legislation.”  Krystal Energy Co. v. Navajo Nation, 357 F.3d 1055, 

1056 (9th Cir.2003); Demontiney, 255 F.3d at 811.  See also Santa Clara Pueblo,

436 U.S. at 58, 98 S.Ct. at 1676 (holding that a waiver of sovereign immunity may 

not be implied, but must be unequivocally expressed).

Again, in this case, Plaintiff admits in its Complaint that the Viejas Band is a 

federally-recognized Indian tribe.  (Complaint, ¶6.)  Moreover, Plaintiff does not 

even allege that the Band has waived its immunity from suit in this case or that 

congress has abrogated the Viejas Band's immunity. Rather, it summarily asserts 

that the court has subject matter jurisdiction pursuant to 15 U.S.C. §1121 and 28 

U.S.C. §§1331, 1338(a), and 1362—none of which diminish, rescind or otherwise 

weaken the Viejas Band's immunity from suit.  All of these statutes are general, 
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jurisdictional statutes which do not mention tribal immunity.  Only 28 U.S.C. 

§1362 mentions Indian tribes—but it certainly does not rescind or diminish tribal 

immunity.  See Scholder v. United States, 428 F.2d 1123 (9th
Cir. 1970) (“The 

purpose of section 1362 was to eliminate the $10,000 jurisdictional requirement of 

28 U.S.C. §1331 for a particular class of suits, namely, federal-question actions 

brought by an Indian tribe or band.  [Citation omitted.]  Nothing on the face of 

section 1362 indicates an intention by Congress to waive sovereign immunity, and 

we know nothing in its legislative history to suggest such a purpose”) cert. denied

400 U.S. 942 (1970); and W. Shoshone National Council v. United States, 408 

F.Supp.2d 1040 (D. Nev. 2005).   

For these reasons, it is beyond dispute that the Band is immune from suit. 

E. Sovereign immunity extends to Viejas Enterprises and the Tribal 
Officers. 

A tribe’s sovereign immunity extends both to tribal governing bodies and to 

tribal agencies which act as an arm of the tribe, as well as to agents of an Indian 

tribe acting in their representative capacity and within the scope of their authority.  

Allen, 464 F.3d at 1046; Pink v. Modoc Indian Health Project, 157 F.3d 1185, 1188 

(9th Cir.1998); Linneen v. Gila River Indian Community, 276 F.3d 489, 492 (9th 

Cir.2001); Hardin v. White Mountain Apache Tribe, 779 F.2d 476, 479 (9th 

Cir.1985); Snow, 709 F.2d at 1322.  Tribal sovereign immunity extends to 

employees of a tribe acting within the scope of their authority. Cook v. Avi 

Casino Enterprises, Inc., 548 F.3d 718, 727(9th Cir.2008).  Where plaintiffs allege 

no viable claim that tribal officials acted outside their authority, tribal immunity 

applies.  See Imperial Granite Co. v. Pala Band of Mission Indians, 940 F.2d 1269, 

1271 (9th Cir.1991).  The commission of a tort is not per se an act in excess of 

authority.  See, e.g., Larson v. Domestic & Foreign Commerce Corp., 337 U.S. 

682, 682-688 (1949); see also Trudgeon v. Fantasy Springs Casino, 71 Cal.App.4th

632, 644 (1999). 
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Indeed, the Ninth Circuit in a unanimous decision recently confirmed that 

tribal immunity extends tribal employees acting within the scope of their authority.  

In Cook, supra, the Ninth Circuit reaffirmed that, in these cases the sovereign entity 

is the “real, substantial party in interest and is entitled to invoke its sovereign 

immunity from suit even though individual officers are nominal defendants” and 

that that sovereign immunity cannot be avoided by simply naming employees of the 

sovereign as defendants.  Cook, supra, 548 F.3d at 727, citing Regents of the 

University of California v. Doe, 519 U.S. 425, 429 (1997).   

Likewise, in Frazier v. Turning Stone Casino, 254 F.Supp. 2d 295, 307-310 

(N.D.N.Y. 2003), relying upon well-established precedent and after careful 

consideration, the District Court held that tribal immunity extended to all tribal 

employees acting within their representative capacity and within the scope of their 

authority, such that the plaintiff could not pursue claims against the individual 

employees of the tribe. 

In this case, Plaintiff admits that the "Individual Defendants" are being 

suing for "acts, practices, or conduct carried out in his or her official capacity."  

(Complaint, ¶13.)  Based on the foregoing, it is beyond dispute that the Tribal 

Officers are immune from Plaintiff’s claims in this case.

F. Plaintiff's assertion that it may proceed with its claims against the 
Individual Defendants under the Ex Parte Young doctrine is incorrect. 

Plaintiff will incorrectly argue that even if the Viejas Band is immune, that 

Plaintiff can still seek injunctive relief against the Tribal Officers because, so the 

argument goes, immunity does not bar suit for prospective relief against tribal 

officials.  Citing, Burlington & Santa Fe RY, Co. v. Vaughn, 509 F.3d 1085, 1092 

(9th Cir. 2007); Rogers-Dial v. Rincon Band of Luiseno Indians, No. 10CV2656-

WQH-POR, 2011 WL 2619232 (S.D. Cal. July 1, 2011); and Bassett v. 

Masshantucket Pequot Museum & Research Ctr., 221 F.Supp.2d 271 (D.Conn. 

2002) (Bassett II). This argument should be rejected, as discussed below. 
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First, the Bassett II case does not support Plaintiff's position. There, the 

officers of the Mashantucket Pequot Museum & Research Center incorrectly 

admitted (for some unstated reason) that (1) prospective injunctive relief was 

available against them, (2) the copyright act substantively applied to the tribal 

agency at issue and (3) plaintiffs had a private right of action against the agency.

See, Bassett II, 221 F.Supp.2d at 279 and n. 12.  Thus, Bassett II cannot be cited as 

authority for the proposition that prospective injunctive relief is available against 

tribal officers for copyright infringement because that issue was not litigated by the 

parties or decided by the court in that case.   

Second, the other cases cited by Plaintiff (Vaughn and Rogers-Dial) are

clearly distinguishable from the instant case.  "The language of an opinion must be 

construed with reference to the facts presented by the case; the positive authority of 

a decision is coextensive only with such facts."  Lolley v. Campbell, 28 Cal. 4th 

367, 377 (2002).  In Vaughn, the tribal officers were incorrectly attempting to 

collect the Hualapai Tribe's possessory interest tax against the plaintiff railroad for 

use of the railroad's right-of-way through the reservation.  And in Rogers-Dial, the 

tribal officers incorrectly placed concrete barriers in front of the plaintiff’s

residence to block them from accessing their property. No such facts exist in this 

case.  Indeed, the Viejas Band’s officers are not using their governmental authority 

to interfere with Plaintiff in any way. Rather, Plaintiff is incorrectly attempting to 

dictate to the Viejas Band how it conducts its business. 

Finally, the great weight of authority discussed above clearly shows that the 

Band is immune from Plaintiff's copyright and trademark claims.  As a result, the 

Tribal Officers must likewise be immune for those claims, especially given that 

Plaintiff admits that Tribal Officers were acting in their official capacity.  To rule 

otherwise would put form above substance. 

For the foregoing reasons, Plaintiff's reliance upon the Ex Parte Young

doctrine is misplaced. 
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IV. 

CONCLUSION 

For the foregoing reasons, the Viejas Band respectfully requests that the 

court grant this motion and dismiss the claims against the Viejas Band, Viejas 

Enterprises, and the Tribal Officers.   

DATED:  November 7, 2011 HIGGS, FLETCHER & MACK LLP

By: /s/ Phillip Samouris
PHILLIP C. SAMOURIS
Attorneys for Defendants
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